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DETAILED ACTION 

Response to Amendment 

1 . Applicant's response to the office action filed on October 1 , 2008 has been entered. The 
claims pending in this application are claims 38, 39, 95, 97-99, 101, 103, 104, and 109-1 14. 
Rejection and/or objection not reiterated from the previous office action are hereby withdrawn in 
view of applicant's amendment filed on October 1, 2008. 

Specification 

2. The disclosure is objected to because of the following informality: it is unclear that the 
word "which" in the phrase "the disclosure of which is incorporated herein by reference in its 
entirely" in line 5 of the amended specification (see page 2 of applicant's remarks) means U.S. 
Patent No. 6,656,690, U.S. Patent No. 6,329,146, and U.S. Patent No. 6,428,956 or only means 
U.S. Patent No. 6,428,956. 

Appropriate correction is required. 

Sequencing Listing 

3. The sequencing listing filed on October 1, 2008 has been accepted by the office. 

Claim Objections 

4. Claim 1 1 1 is objected to because of the following informality: "combining with said 
complex a mixture of compounds" in step (c) should be "combining said complex with a mixture 
of compounds". 

Appropriate correction is required. 
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Claim Rejections - 35 USC § 112 

5. The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

6. Claims 38, 39, 95, 97-99, 101, 103, 104, and 109-114 are rejected under 35 U.S.C. 112, 
second paragraph, as being indefinite for failing to particularly point out and distinctly claim the 
subject matter which applicant regards as the invention. 

7. Claim 1 1 1 is rejected as vague and indefinite. Since step (f) does not indicate how 
binding of one or more members of said mixture of compounds is related to at least one mass to 
charge ratio obtained in step (e), it is unclear why whether binding of one or more members of 
said mixture of compounds to the nucleic acid target has occurred can be determined by 
comparing at least one mass to charge ratio obtained in step (e) to the known mass to charge ratio 
of the complex. Please clarify. 

8. Claim 1 1 1 is rejected as vague and indefinite. Since step (c) docs not indicate that one or 
more members in a mixture of compounds have known identities, it is unclear why the identity 
of said one or more members can be determined by calculating the mass of said one or more 
members as recited in step (g). Please clarify. 

9. Claim 1 13 is rejected as vague and indefinite. Since the claim does not indicate how to 
calculate a relative dissociation constant for said member by comparing the ion abundance of 
said one or more members to the known ion abundance of the complex, it is unclear why a 
relative dissociation constant for said member can be determined by comparing the ion 
abundance of said one or more members to the known ion abundance of the complex. Please 
clarify. 
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Response to Arguments 

In page 7, last paragraph bridging to page 8, first paragraph of applicant's remarks, 
applicant argues that "[C]laim 111 also stands rejected allegedly being vague and indefinite 
because step (f), (g) and (h) are unclear as to 'why' or 'whether" they would achieve each of 
their asserted objectives. Applicants respectfully submit that such rejections of claim 111 are 
inappropriate because the Examiner is questioning the veracity of the claimed steps and what 
they are intended to achieve. In addition, implied in the rejection, is a questioning of the veracity 
of the claimed invention in view of the description provided by the Applicants. In the 
specification as filed, the Applicants provide one of ordinary skill in the art an abundance of 
guidance, including 22 examples and 33 figures, as to how to perform the claimed methods. 
Applicants respectfully submit that one of ordinary skill in the art would appreciate how, in view 
of the extensive specification, each of these steps would achieve each of their stated objectives". 

These arguments have been fully considered but they are not persuasive toward the 
withdrawal of the rejection. First, since step (f) of claim 1 1 1 docs not indicate how binding of 
one or more members of said mixture of compounds is related to at least one mass to charge ratio 
obtained in step (e), it is unclear why whether binding of one or more members of said mixture 
of compounds to the nucleic acid target has occurred can be determined by comparing at least 
one mass to charge ratio obtained in step (e) to the known mass to charge ratio of the complex. 
Second, since step (c) of claim 1 1 1 does not indicate that one or more members in a mixture of 
compounds have known identities, it is unclear why the identity of said one or more members 
can be determined by calculating the mass of said one or more members as recited in step (g). 
Third, since claim 113 (previous step (h) of claim 111) does not indicate how to calculate a 
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relative dissociation constant for said member by comparing the ion abundance of said one or 
more members to the known ion abundance of the complex, it is unclear why a relative 
dissociation constant for said member can be determined by comparing the ion abundance of said 
one or more members to the known ion abundance of the complex. Fourth, applicant's arguments 
appear to argue the rejections under 35 U.S.C. 1 12, first paragraph (enablement). However, 
above rejections are under 35 U.S.C. 1 12, second paragraph and are not under 35 U.S.C. 1 12, 
first paragraph (enablement). 

10. Claim 1 12 is rejected as vague and indefinite. Since step (g) does not indicate how 
binding of one or more members of said mixture of compounds is related to the mass to charge 
ratio collected in steps (c) and (f), it is unclear why whether binding of one or more members of 
said mixture of compounds to the nucleic acid target has occurred can be determined by 
comparing the mass to charge ratio collected in steps (c) and (f). Please clarify. 

1 1 . Claim 1 12 is rejected as vague and indefinite. Since step (d) does not indicate that one or 
more members in a mixture of compounds have known identities, it is unclear why the identity 
of said one or more members can be determined by calculating the mass of said one or more 
members as recited in step (h). Please clarify. 

12. Claim 1 14 is rejected as vague and indefinite. Since the claim does not indicate how to 
calculate a relative dissociation constant for said member by comparing the ion abundance of 
said one or more members to the known ion abundance of the complex, it is unclear why a 
relative dissociation constant for said member can be determined by comparing the ion 
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abundance of said one or more members to the known ion abundance of the complex. Please 
clarify. 

Response to Arguments 

In page 8, second paragraph of applicant's remarks, applicant argues that "[C]laim 1 12 
also stands rejected allegedly being vague and indefinite because step (g), (h) and (i) are unclear 
as to 'why' or 'whether' they would achieve each of their asserted objectives. Applicants 
respectfully submit that such rejections of claim 1 12 are inappropriate because the Examiner is 
questioning the veracity of the claimed steps and what they are intended to achieve. In addition, 
implied in the rejection, is a questioning of the veracity of the claimed invention in view of the 
description provided by the Applicants. In the specification as filed, the Applicants provide one 
of ordinary skill in the art an abundance of guidance, including 22 examples and 33 figures, as to 
how to perform the claimed methods. Applicants respectfully submit that one of ordinary skill in 
the art would appreciate how, in view of the extensive specification, each of these steps would 
achieve each of their stated objectives". 

These arguments have been fully considered but they are not persuasive toward the 
withdrawal of the rejection. First, since step (g) does not indicate how binding of one or more 
members of said mixture of compounds is related to the mass to charge ratio collected in steps 
(c) and (f), it is unclear why whether binding of one or more members of said mixture of 
compounds to the nucleic acid target has occurred can be determined by comparing the mass to 
charge ratio collected in steps (c) and (f). Second, since step (d) does not indicate that one or 
more members in a mixture of compounds have known identities, it is unclear why the identity 
of said one or more members can be determined by calculating the mass of said one or more 
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members as recited in step (h). Third, claim 1 14 (previous step (i) of claim 112) does not indicate 
how to calculate a relative dissociation constant for said member by comparing the ion 
abundance of said one or more members to the known ion abundance of the complex, it is 
unclear why a relative dissociation constant for said member can be determined by comparing 
the ion abundance of said one or more members to the known ion abundance of the complex. 
Fourth, applicant's arguments appear to argue the rejections under 35 U.S.C. 1 12, first paragraph 
(enablement). However, above rejections are under 35 U.S.C. 1 12, second paragraph and are not 
under 35 U.S.C. 1 12, first paragraph (enablement). 

Conclusion 

13. Applicant's amendment necessitated the new ground(s) of rejection presented in this 
Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP § 706.07(a). 
Applicant is reminded of the extension of time policy as set forth in 37 CFR 1 .136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1 .136(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the date of this 
final action. 

14. No claim is allowed. 
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15. Papers related to this application may be submitted to Group 1600 by facsimile 
transmission. Papers should be faxed to Group 1600 via the PTO Fax Center. The faxing of 
such papers must conform with the notices published in the Official Gazette, 1096 OG 30 
(November 15, 1988), 1 156 OG 61 (November 16, 1993), and 1 157 OG 94 (December 28, 
1993)(See 37 CAR § 1.6(d)). The CM Fax Center number is (571)273-8300. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Frank Lu, Ph.D., whose telephone number is (571)272-0746. 
The examiner can normally be reached on Monday-Friday from 9 A.M. to 5 P.M. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Ram Shukla, can be reached on (571)272-0735. 

Any inquiry of a general nature or relating to the status of this application or proceeding 
should be directed to (571) 272-0547. 
/Frank WLu/ 

Primary Examiner, Art Unit 1634 
December 30, 2008 



